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• ■ • Patent^^ 

Attorney Docket No. 81801 
Customer No. 23685 

TRANSMITTAL LETTER 

Inventor: Kurt Berlin Examiner: Unknown 

Serial No: 10/048,182 Group Art Unit: Unknown 

Filed: July 27, 2000 Confirmation No: 2914 

For: METHOD FOR CHARACTERIZING NUCLEIC ACID FRAGMENTS 

Mall Stop PCT 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Transmitted herewith for the above-identified patent application are the following: 

A Request under 37 CFR 1 .8(b) for Withdrawal of Holding of Abandonment 
A copy of Notice of Abandonment filed March 1, 2004 
A copy of papers filed May 28, 2002 
A postcard 

The item(s) checked below are appropriate: 

1 . Applicant(s) hereby petition(s) for a ( ) month extension of time to respond to a 

2. /_ Please charge any fees or costs not accounted for to Deposit Account No. 1 1- 

1755. 

3. j/L Applicant is a small entity. ^ 
Date: March 16, 2004 



KRIEGSMAN & KRIEGSMAN 
665 Franklin Street 
Framingham, MA 01702 
(508) 879-3500 

I hereby certify that this correspondence is being deposited with the United States Postal 
Service as first class mail in an envelope addressed to: Mail Stop PCT, Commissioner for Patents, 
P.O. Box 1450, Alexandria, VA 22313-1450 on \Kou. J^Kia ^1^^ . 




Edward W. Mriegsman 



PATENT 
Attorney Docket No. 81801 
Customer No. 23685 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Group Art Unit: Unknown 
Examiner: Unknown 
Confirmation No.: 2914 



In re Application of: 

KURT BERLIN 

Serial No.: 10/048,182 

LA. Filed: July 27, 2000 

For: METHOD FOR CHARACT- 
ERIZING NUCLEIC ACID 
FRAGMENTS 

Mail Stop PCT 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 



REOUEST UNDER 37 CFR l.S(h) FOR WITHDRAWAL 
OF HOLDING OF ABANDONMENT 

Pursuant to 37 CFR 1 .8(b), Applicant hereby respectfully requests withdrawal of the holding 
of abandonment of the above-identified patent application. 

A Notice of Abandonment under 37 CFR 1 .53(f) or (g) was mailed by the Patent Office on 
March 1 , 2004, for the subject application, and a copy of said Notice of Abandonment is enclosed 
herewith. In said Notice of Abandonment, the Patent Office states that "[n]o reply was received" 
to the Notice to File Missing Parts mailed on April 3, 2002. 

Applicant hereby informs the Patent Office that a reply to said Notice to File Missing Parts 
(said Notice to File Missing Parts actually being entitled a "Notification of Missing Requirements") 
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was, in fact, filed by Applicant on May 28, 2002. A copy of said reply is enclosed herewith, said 
reply including a transmittal letter, a copy of the Notification of Missing Requirements, a 
Declaration, a check for $65 , and an English translation of the International Preliminary Examination 
Report. As can be seen, the transmittal letter of said reply contains a certificate of mailing signed 
by the undersigned and dated May 28, 2002. 

Applicant first became aware that the Patent Office had not received Applicant's reply to the 
Notification of Missing Requirements upon receiving the aforementioned Notice of Abandonment 
dated March 1, 2004. The present request is being made promptly after Applicant first became 
aware that the Patent Office has no evidence of receipt of Applicant's reply. 

The undersigned hereby states on personal knowledge that the above-mentioned reply was 
mailed in accordance with 37 CFR 1.8 on May 28, 2002; therefore, the reply was timely mailed. 

Please proceed with the prosecution of this application on the basis of the attached copy of 
the papers originally transmitted. 

Acknowledgment of the active status of this application is respectfully requested. 

If, for some reason, the present request is lacking in some respect, Applicant respectfully 
requests that the Patent Office contact the undersigned, preferably by telephone, so that any 
outstanding requirements may be met. 

If there are any fees due in connection with the filing of this paper that are not accounted for, 
the Examiner is authorized to charge the fees to our Deposit Account No. 1 1-1755. If a fee is 
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required for an extension of time under 37 CF.R. 1.136 that is not accounted for already, such an 
extension of time is requested and the fee should also be charged to our Deposit Account. 

Respectfully submitted, 

Kriegsman & Kriegsman 



By: 



Edward M. Kriegsman 
Reg. No. 33,539 
665 Franklin^treet 
Framingliam, MA 01702 
(508) 879-3500 



Dated: 

I hereby certify that this correspondence is being deposited with the United States Postal 
Service as first class mail in an envelope addressed to: Mail Stop PCT, Commissioner for Patents, 
P.O. Box 1450, Alexandria, VA 22313-1450 on ^\ADutL lk^ 2 Q04- 









Edward M. Krieel 


sman 



Reg. No. 33,529 
Dated: AAj.<^^U 
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United States R\tent and Tk^PEMARK Qftige 



UNITED STATES DEPARTMENT OF COMMERCE 
United SiutKi* PtitHnt and TrudKmark OITich 
Addrcw:COMMISSIO.MER FOR PATENTS 
P.O. DoK 1430 

AI«Mm(bu.\ii8itiia 223n-!450 
www.in<pU>jp>v 



I APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NOrriTLE | 

10/048.182 KurtBeriin 81801 

CONFIRMATION NO. 2914 

ABANDONMENT/TERMINATION 
23685 LETTER 

^SinsTeIT' uniniiiiuiiiiiiiiiiiniii 

FRAMINGHAM, MA 01702 *OC00000001 1990768* 

Date Mailed: 03/01/2004 

NOTICE OF ABANDONMENT UNDER 37 CFR 1.53 (f) OR (g) 

The above-identified application is abandoned for failure to timely or properly reply to the Notice to^ File Missing 
Parts (Notice) mailed on 04/03/2002. 

• No reply was received. 

A petition to the Commissioner under 37 CFR 1 ,137 may be filed requesting that the application be revived. 

Under 37 CFR 1.137(a). a petition requesting the application be revived on the grounds of UNAVOIDABLE 
DELAY must be filed promptly after the applicant becomes aware of the abandonment and such petition must be 
accompanied by: (1) an adequate showing of the cause of unavoidable delay; (2) the required reply to the above- 
identified Notice; (3) the petition fee set forth in 37 CFR 1 .1 7(1); and (4) a terminal disclaimer if required bv 37 
CFR 1.137(d). ' 

Under 37 CFR 1 .137(b), a petition requesting the application be revived on the grounds of UNINTENTIONAL 
DELAY must be filed promptly after applicant becomes aware of the abandonment and such petition must be 
accompanied by: (1) a statement that the entire delay was unintentional; (2) the required reply to the above- 
identified Notice; (3) the petition fee set forth in 37 CFR 1.1 7(m); and (4) a terminal disclaimer if required bv 37 
CFR 1.137(d). 

Any questions concerning petitions to revive should be directed to the "Office of Petitions" at (703) 305- 
9282.Petitions should be mailed to: Mail Stop Petitions, Commissioner for Patents, P.O. Box 1450 Alexandria VA 
22313-1450. 



A copy of this notice MUST be returned with the reply. 



Customer Service Center 

Initial Patent Examination Division (703) 308-1202 

PART 1 - ATTORNEY/APPLICANT COPY 




Received in the U.S. Patent and Trademark Office in re- 
Applicant: Kurt Berlin 
Serial No: 10/048,182 
I.A. Filing Date: 7-27-00 

ACID F^ommi ^"^'^<=™,Z1NG NUCLEIC 
Included are: 

A Notification of Missing Requirements 

A Declaration and Power of Attorney 

A check for $65 

English Translation of Intemational Preliminary 

Examination Report 
A Transmittal letter 



81801 
5-28-02 



Patent A«omey 
Docket No 81801 



TRANSMITTAL LETTER 



Inventors: Kurt Berlin 

Serial No: 10/048.182 Group Art Unit: Unknown 

I.A. Filing Date: 7-27-00 Examiner: Unknown 

Notice of Allowance: Confirmation No: 

For: METHOD FOR CHARACTERIZING NUCLEIC ACID FRAGMENTS 



Box Missing Parts 
Commissioner for Patents 
Washington, D. C. 20231 



Dear Sir: 



Transmitted herewith for the above-identified patent application are the following: 

A Notification of Missing Requirements 
A Declaration and Power of Attorney 
A check for $65 

English Translation of International Preliminary Examination Report 
A return postcard 

The item(s) checked below are appropriate: 

1 • Applicant(s) hereby petition(s) for a ( ) month extension of time to respond to 

dated 

2. J(_ Please charge any fees or costs not accounted for to Deposit Account No. 11- 



KRIEGSMAN & KRIEGSMAN 
665 Franklin Street 
Framingham, MA 01702 
(508) 879-3500 



I hereby certify that this con-espondence Is being deposited with the United States Postal 
Sen/ice as first class mail in an envelope addressed to: Box Missing Parts, Commissioner for 
Patents, Washington, D. C. 20231 on lAa^^ zS, Zaa j^ 



1755. 



3. 



Applicant Is a small entity. 



Date: May 28, 2002 





Dr. Klemens Schubert 



19/03 '02 15:12 N0.950 02/10 , 



^0^ 



+030 84 50 96 86. - ■19/03 '02 15:12 r 
PATENT COOPERATION TREATY 

PCT 

INTERNATIONAL PRELIMINARY EXAMINATION REPORT 

(PCT Article 36 and Rule 70) 



77 



AppUcam's or agent's file rclitrencc 
F01/11I6AVO 


SccNutificationon'ransmitlaloflnlcmational PrcliminJir>' 
FOR FURTHER ACTION |;xaminalion Report (rorra PCT/IPEA/416) 


Inicmininnal ^plication No. 

PCT/DEOO/02595 


InUniational filing date (dayf'montfi/year) 
27 July 2000(27.07.00) 


Priority date {day/monih/year) 
28 July 1999(28.07.99) 


imcmwiional Vmnt Classification (tPCl or natiowil classification and IPC 
CUQ 1/68 


Applicant 


EPIC.nNOMlCS AG 





This intcmaiionul prcliminar>' examination report lias been prepared by this International Prcliminao' E^anfiining Aulhority 
and is Inmsmittcd (« the applicant according to Article 36. 



2. This REPORT consists ol' a total ot* 



sheets* including this cover sheet. 



□ this report is also accompanied b> ANNEXES, i.e.. sheets of the description, claims and/or drawings which have been 
amended and arc ihe basis for ihi.s report and/or sheets containing rcciificaiions iiiadc before this Authority (sec Rule 
70 16 Hiid Section 607 of the Administrative Insinictions under the PCT). 



These annexes conisist of a total of.. 



sheets. 



This report contains indications rclwiing to the followinij licms: 
Rassis of the report 
Priority 

Non-cslablishment of opinion with regard to novehy. inventive step and indusirial applicability 
Lack of unity of invention 

Reasoned statement uiuler Article 35(2) with regard to novcltv*. inventive step or induslrijil applicability; 
citations and expltinatinn.^; supporting such tjiHtenient 

Certain documenLs cited 
Certain defects in the intcmaiionHl application 
Certain observations on the intemaiiomil application 



1 


2S1 


II 




III 


□ 


IV 


□ 


V 




VI 




VII 


□ 


vni 


1^ 



Dale ofsiubmission of the demand 

19 February 2001 (19.02.01) 


£>ate ofconipleiiim of this report 

23 November 2001 (23.1 1 .2001) 


Name Hiul mailing address ofihe IPtA/EP 
J-'aesimileNo. 


Authorized iilTicer 
I'clcphonc No 



Korm PC r/lPF.A/409 (cover sheet) (July 1998) 



Dr. Klemens Schubert . +030 84 50 96 86. 



19/03 !02.:15:12 NOi950' 03/101? 



INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



1 



Internaiional applicalion No. 

PCT/DEOO/02595 



I . With regard li> the elements of the intcrpational application:* 
Q the iniemaiional application as originally Tiled 

^ !he description: 

pugcs - 
pa&c'* ^ 



Basixt^ftbc report 



1-27 



. ^ originnlly Hied 
. Tiled with the demand 



, Tiled with thclcttcr of 



the claims: 
pages 

paiicR 

pages 



M9 



4it originally filed 

, as iimcndcd (together with any statement under Article 19 

.filed with the demand 



Tiled with ihe letter of 



[~1 the drawings: 

pages ^_ 

pages 

pages 



, as originally filed 
, filed with the dcmiind 



, filed with the later of 



|~1 ihc sequence lisling pari of the defjcriplion: 

P»g<«* 

pagw-* . 



. as originally filed 



, (lied with the demand 



, Tiled with the letter of 



WiU. regard to UnRuagc. all the elements miirked above were available or ftimished lo this Aulbofity m the language in which 
the iniemiiiional application was filed, unless otherwise iiidicaicd under this iiun ' 
llicsc clemcms were available t»r tbrnished to this Auiliot lt>' in the following language wnicn is. 

I I the language of a imnslation furnished for the purposes of intcmatiorwl search (under Rule 23. 1(b)). 

I I Ok languajje of publicmion of the iniernational application {\indcr Rule 48.3(b)). 

□ ihc language of the transliuioo furnished for the punjoses of international prcliminafy examinaliun (under Rule 55.2 and/ 

or 55.3). 

3. Willi regard to anv nucleotide and/or amino 3cid sequence disclosed in the international application, the international 
pfeliminar>' exatniuation was carried out on the basis of the sctjuencc listing- 

I I contained in the intcmHlional application In written form. 

[ I tiled together with the international application in computer readable form. 

^ furnished subscqticnlly to this Auihimty In wrincn f^mi. 

^ furnished subsequently to this Authorily m computer readable form. 

13 I he statement thai the subsequently funiished written sequence listing dv«s not go beyond the disclosute in the 

intcmalional application its filed has been furnished. 
^ The statement thai the information recorded m computer readable form is identical to the written sequence listing has 
been funiisltcd. 

4. Q The amendments have resulted in the cancellation of: 

n the ilcscf iption, pages .. _ 

I I the claims. Nt>s. 

! I the drawings, sheets/fig 

□ ITits report has been established as if (Siwne ol) the amcnilnKMiLs had not been made, since they have been considered to go 
hcyond ihc di.sclosurc as filed. a.s indicated in tl^e Supplcmcnial Box (Rule 70.2(c)).** 

* Reniacement sheets yvhich have bten furnished lo iht' reccMng OJJke m response m an invitation urui.r Article M ^^' j^fff'^^ 
m this report as ' originalfy filed" and are not annexed Jo this report xince they do not cfmttiin amandments (hutr, /0,l6 
and 7(117). 

«* Any reptacemmt xhnet containing such amendtnvnis must be referred to under item / and annexed to ihix report 



Form HCT/TPr.A/4()9.(box 1) (JuK 1998) 



Dp. KLemens Schubert 



L30 84 50 96-86 



19/03 !02 15:11 N0:950 : 04/10 i?i 



INTERNATIONAL PRELIMINARY EXAMIN ATION REPORT 

I. Priority 



liuerntuional tpplictiiooNo- 
PCT/DEOO/02595 



limil the requested: 



lt,.,cp..rth..bccne«abUshed..ifncpriori.>h«.b*encUinKdduc,od,cfa^^^^ 



□ 



Q copy of ihe earlier application whose priorit)' hasi been claimed 
P inwslalion of the earlier application whose priority has been cJaimcd. 

This report hasbeenc^ablishedHsifno Priority had been cla.„«ddue.o*efa«^ 



I Thus ror the purp^csofthisreponMhcmtcrnationaiming date indicated above i.c^^^^^^ 



I 3. AiltHiional obi»ci-valit)ns, ifnccc^iSi/'irN". 
SEE SEPARATE SHEET 



Korin P(:i7U'fcA/409 (Box H) (July 1998) 



'ar; Klemens Schubert^ : +p) 84^^^ :;u -19/03^V02 15:13^N0;950 05/10 :^- 

INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



ImciiidlionHnipplication No. 
PCT/DE 00/02595 



1. Bask 6f the report 



I . Th« report has been <lfawn on the basis of {Rfplaceimfit sheets vfhirh huve U%*nJiavisheJ to thf. nxetvirqj: Office in ntsfxtnse to an invitation 
under Article }4mr^fiirrtdtomthisrcpotnas ''(!r^pr^l^^fiM"or¥i an- mit annexed to report si^^ 

1. The sheet with sequence protocols filed with the 
communication dated 29 January 2000 is not part of the 
application (PCT Rule 13th.i(f)), 



Fornj Pn7IPHA/409 (Box I) (Januar>* 1994) 



Drv KLemens Schubert '8^ 50 . 96 86 ; l-v 19/03 :iO^^^^^ 06/10^ 

INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



Into .lationantppiicatlon N<v 
PCT/DE 00/02595 



Supplemental Boii ^ ^ 

(to be used vyhcn the space in any of the preceding boxes is not jaifficicni) 



'omimiaiiAn of: 1 1 



1, The priority (28 July 1999) of the present application 
was examined and found to be valid. 



FonnP('r/ll»h:A/409 (SupplcmcniHl Rox) (Januai>" 1^4) 



.Dr.-. Klemens Schubert r +030: 84 50 96 86 ?. 

INTERNATIONAL PRELIMINARY EXAMINATION REK)RT 



19/03. : ' 02 15 :13 N0;950 07/10 



In». ..tatio^n application No. 
PCT/DE 00/02595 



V. Rensoned sUtcmtnt udder Article 35(2) wilh regard to novelty, inventive step or industrial npplicability; 
citations and eitpianntiftiw supportinft such statement 


1. Statement 








Novelty (N) 


Claims 


1-18 


YES 


Claims 


19 


NO 


Inventive step (IS) 


Ciaims 


1-18 


YES 


Claims 




NO 


Industrial applicability (lA) 


Claims 


1-19 


YES 


Ctaims 




NO 



2. Ciiatiuns and explanations 
1 . General 

Reference is made to the following document: 

Dl: WO 99 28498 (OLBK ALEXANDER; WALTER JOERN (DE) ; 
EPIGENOMICS GMBH (DE) ; OLEK SVE) 10 June 1999 {1999-06-10) 



2. 



Novelty 



2.1 Claim 19 refers to a kit comprising reagents. This is 
a typical and commonly known feature of a kit (for example 
Dl, Claim 22) and therefore Claim 19 is not novel (PCT 
Article 33 (2) ) . 



3. 



Inventive step 



3.1 Claim 1 seems to be inventive (PCT Article 33(3)) 
since none of the documents cited in the search report 
discloses a method or contains suggestion thereof covering 
an array of reversibly immobilized oligomers and a support 
element to which the test nucleic acid is connected, as 
stated in Claim 1. Claims 2-18 which are dependent on 
Claim 1 are therefore also inventive (PCT Article 33(3)). 



l <irmPC.T/»PF.A/409 {Bon V) jJaimarv 1994 1 



DP; Klemens -Schubert : ; -^.84 50 96 86 . vl' :19/03 0^.-1 5 rl2^N0 1950 08/10. 

INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



In.. ..atimBTappiicaiion No. 
PCT/DE 00/02595 



4. Industrial applicability 



4.1 The claims of the present patent application refer 
to subject matter that appears to meet the criterion of 
industrial applicability (PCT Article 33(1) (4)). 



Fwm P(rr/ll'EA/409 (EkixV) (Junuarv- 



Dr. Klemens Schubert ' : ^ 9*6 86 ^ - 19/05 ^^02<15: I^J^O^^^^ 

INTERNATIONALPREUIIVIINARY EXAMINATION REI^pRT 




Intci.iational applicaiioti No. 
PCT/DE 00/02595 



Supplemental Box 

(To be used when ihc ypa^ a»y of <hc preceding boxes is not sufficient) 



Continuiiiian of: VI 



1. The following document has an earlier priority and 
filing date than the present application.. The subject 
matter of this document may be relevant to the 
examination of the present application in the regional or 
national phase. 

Dl: WO-A-00 04372 



Vtytm PCT/IPl-Ay409 (Supplemenial IJox) (January 1994) 



Dr. Klemens Schubert- +030 84 50 96 m :: v:^fl9m.;^m:^5^^^ N0^950; 10/10 



INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



I nici national application No. 
PCT/DE 00/02595 



Vili. Certain obi^ervations on the international application 



Ihc following observations on the clarity of the claims, description, and drawing^s or on rlie question whether the claims m fully 
supported by the description, arc niade. 

1. Claim 1 lacks clarity (PCT Article 6) with respect 
to the nucleic acid fragment imttiobilized on a surface. It 
is not clear for example whether the nucleic acid fragment 
is also disposed in the form of a grid on the surface and 
whether there is any relationship between the size and the 
grid of this surface and the oligomer array and if so, 
what. This information appears to be essential for the 
functioning of the disclosed method. The exact meaning of 
the term '"nucleic acid fragment" is also not clear (PCT 
Article 6) . 

2. Step c) in Claim 1 is defined only by the result to 
be achieved, which is not admissible (PCT Guidelines, 
Section TV, Chapter III-4.7). In accordance with the 
description, only one embodiment seems to be disclosed, 
i.e. the formation of "'cavitici;" (page 18, line 28). 

.3. Claim 18 is defined only by the result CO be 
achieved, which is not admissible (PCT Guidelines, Section 
IV, Chapter II I -4. 7) . 



Form P(: I7IP1:a/4()9 (jlox VIII) (iaimar> I9^>4) 
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UNnTO.STATES Patent A^^>^lWDEMARK QtyiCE 



Comnussioner for. Palenis. Box PCT 
Ureitfld Slat«5.Pati£m and Tnademarlc Office 



UJS. APPUCATION NUMBER NO. 



FDtSTNAMED APPLICANT 



ATTY. DOCKET NO. 



10/048,182 



23685 

KRIEGSMAN & KRIEGSMAN 
665 FRANKLIN STREET 
FRAMINGHAM, MA 01702 



Kurt Berlin 



81801 



INTERNATIONAL APPLICATION NO. 



] 



PCT/DEOO/02595 

IJ^. FILING DATE | PRIORITY DATeH 



07/27/2000 

CONFIRMATION NO. 2914 
371 FORMALITIES LETTER 



' • s^^" *OC000000007755128* 



Date Mailed: 04/03/2002 

NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED 
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US) 

The following items have been submitted by the applicant or the IB to the United States Patent and Trademark 
Office as an Elected Office (37 CFR 1 .495): 



U.S. Basic National Fees 
indication of Small Entity Status 
Copy of IPE Report 
Copy of references cited in ISB 
Copy of the International Application 
Copy of the Internationa!! Search Report 
Preliminary Amendments 
Request for Immediate Examination 
Small Entity Statement 



The following items MUST be furnished within the period set forth below in order to complete the requirements for 
acceptance under 35 U.S.C 371: 

• Oath or declaration of the inventors, In compliance with 37 CFR 1.497(a) and (b). identifying the application 
by the Intemational application number and international filing date. 

ALL OF THE ITEMS SET FORTH ABOVE MUST BE SUBMITTED WITHIN TWO (2) MONTH FROM THE DATE 
OF THIS NOTICE OR BY 22 or 32 MONTHS (where 37 CFR 1.495 applies) FROM THE PRIORITY DATE FOR 
THE APPLICATION, WHICHEVER IS LATER. FAILURE TO PROPERLY RESPOND WILL RESULT IN 
ABANDONMENT. 

The time period set above may be extended by filing a petition and fee for extension of time under the provisions 
of37 CFR 1.136(a). - ~ 

Applicant is reminded that any communications to the United States Patent and Trademark Office must be mailed 
to the address given in the heading and include the U.S. application no. shown above (37 CFR 15) 



A copy of this notice MUSTIte returned with the response. 

LAMONTMmWTER 



Telephone: (703) 305-3686 
PART 1 - ATTORNEY/APPLICANT COPY 



Page 2 of 2 





1 U.S. APPLICATION NUMBER NO. | 


INTERNATIONAL APPLieWION NO. 


1 ATTY. DOCKET NO. | 



10/048,182 PCT/DEOO/02595 81801 



FORM PCT/DO/EO/90S (371 FormalHies Notice) 



